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DETAILED ACTION 
Claim Objections 

Claims 4-6 and 10-20 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend from any other multiple 
dependent claim. See MPEP § 608.01 (n). Accordingly, the claims 4-6 and 10-20 have 
not been further treated on the merits. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 , 3, 7 and 9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 1, 3, and 7, parentheses around the sections after formulas (I), (III), and 
(I) should be removed. It is unclear if the text enclosed in the parentheses is part of the 
claims or omitted from the claims and there as an aside. 

In claim 7 it appears there is a word missing after the word "thereby" and before 
"the" in the last line on page 66. For the purpose of further examination, it is considered 
to be "obtain". 

Claim 9 recites the limitation "above general formula (III)" in the forth line of the 
claim. There is insufficient antecedent basis for this limitation in the claim or in the 
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claims from which it depends. For the purpose of further examination, it is taken to be 
the structure of general formula (III) shown in claim 3. However, the correction is 
required to include this structure in claim 9. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being obvious over Takai (US 
2004/0242839). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
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only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
. application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 



is a divalent group selected from the group consisting of an oxygen atom, a sulfur atom, 
-SO-, -S0 2 -, -CH 2 -, -C(CH 3 ) 2 -, -CBr 2 -, -(CBr 3 ) 2, and -C(CF 3 ) 2 -; R 1 to R 18 each may be 
identical or different from each other and are a hydrogen atom, a halogen atom, a 
hydrocarbon group that may contain an oxygen atom or halogen atom, or an alkoxy 
group that may have a substituent (claim 5). While the amount of impurities claimed in 
claims 1-3 of the instant application are not directly taught in claim 5 of the copending 




Regarding claims 1 



-3: '839 teaches 



wherein X 



Application/Control Number: 10/590,847 
Art Unit: 1796 



Page 5 



application, disclosed is 100% of the compound. Therefore there would be 0% of the 
impurities, which reads on the instant application. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takai (US 2003/005961 8) in view of Boehme et al. (U.S. Pat. 4,849,532). 

Regarding claims 1. 2. and 3: Takai '618 teaches a compound of the formula: 




a' £7 | a J r u a" a 10 

a« ^ wherein X represents a divalent group selected from 

oxygen atom, a sulfur atom, -SO-, -S0 2 -, -CH 2 -, -C(CH 3 ) 2 -, -CBr 2 -, -C(CBr 3 ) 2 -, and 

C(CF 3 ) 2 -; R 1 to R 18 each may be the same or different from each other and are a 

hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen atom 

or halogen atom, or an alkoxy group that may have substituent groups (para. 23 and 

24). 

Takai '618 teaches a process of producing a compounds in which an olefin of the 



R R i! 




structure: (para. 23) is epoxidized with aliphatic 

percarboxylic acid (para. 24) having substantially no water (para. 26), followed by 
removing the solvent (para. 58). 
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Not disclosed is then purifying by distillation. However, Boehme et al. teaches 
preparing cycloaliphatic diepoxides from the corresponding diolefin with a percarboxylic 
acid in solvent (col. 1 lines 1-25), and then performing distillation (col. 4 lines 5-27). 
Takai '618 and Boehme et al. are combinable because they are both concerned with the 
same field of endeavor, namely preparing cycloaliphatic diepoxides from the 
corresponding diolefin with a percarboxylic acid in solvent. At the time of the invention a 
person having ordinary skill in the art would have found it obvious to combine Takai '618 
and Boehme et al. and would have been motivated to do so because distillation is a well 
known method of purification. 

While Takai '618 does not state that the high molecular weight components with 
elution time shorter than the above compound or 5.5% or less, the impurities with a 
shorter retention time than the above compound are 19.5 % or less, and the reactive 



4.5% or less, since Takai '618 and Boehme et al. teach the process to make the 
compound according to the process disclosed in the instant written description, it is 
implicit that the composition would have these properties. As further evidence that this 
is the case, disclosed is that the purity is 93.4% (Takai para. 189), which indicates that 
all three of these added together can be no more than 6.6%. If it is applicants' position 
that this would not be the case: (1) evidence would need to be presented to support 




.1 



,2 



R 15 R 16 



intermediate of the compounds of the formula: 



are 
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applicants' position; and (2) it would be the Office's position that the application contains 
inadequate disclosure that there is not teaching as to how to obtain a composition with 
these properties. 

Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takai (US 2003/0059618) in view of Boehme et al. (U.S. Pat. 4,849,532). 

Regarding claims 7. 8. and 9: Takai '618 teaches a process of producing a 

R; R : 3? R M | I R" 



a 3 £7 I r j r k r" r 10 
compound of 38 ~> wherein X represents a divalent group 

selected from oxygen atom, a sulfur atom, -SO-, -S0 2 -, -CH 2 -, -C(CH3)2-, -CBr 2 -, - 

C(CBr 3 ) 2 -, and C(CF 3 ) 2 -; R 1 to R 18 each may be the same or different from each other 

and are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an 

oxygen atom or halogen atom, or an alkoxy group that may have substituent groups 



(ID 

(para. 23 and 24), in which an olefin of the structure: (pa 
23) is epoxidized with aliphatic percarboxylic acid (para. 24) having substantially no 
water (para. 26), followed by removing the solvent (para. 58). 
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Not disclosed is then purifying by distillation. However, Boehme et al. teaches 
preparing cycloaliphatic diepoxides from the corresponding diolefin with a percarboxylic 
acid in solvent (col. 1 lines 1-25), and then performing distillation (col. 4 lines 5-27). 
Takai '618 and Boehme et al. are combinable because they are both concerned with the 
same field of endeavor, namely preparing cycloaliphatic diepoxides from the 
corresponding diolefin with a percarboxylic acid in solvent. At the time of the invention a 
person having ordinary skill in the art would have found it obvious to combine Takai '618 
and Boehme et al. and would have been motivated to do so because distillation is a well 
known method of purification. 

While Takai '618 does not state that the high molecular weight components with 
elution time shorter than the above compound or 5.5% or less, the impurities with a 
shorter retention time than the above compound are 19.5 % or less, and the reactive 

<? 1 J „14' 




intermediate of the compounds of the formula: * are 

4.5% or less, since Takai '618 and Boehme et al. teach the process claimed, it is implicit 
that the composition would have these properties. If it is applicants' position that this 
would not be the case: (1) evidence would need to be presented to support applicants' 
position; and (2) it would be the Office's position that the application contains 
inadequate disclosure that there is not teaching as to how to obtain a composition with 
these properties. 
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Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thohngton, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-3 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 , 3-5 of copending 
Application No. 1 1/792,982. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because claim 1 of the instant application claims 



consisting of an oxygen atom, a sulfur atom, -SO-, -S0 2 -, -CH 2 -, -C(CH 3 )2-, -CBr 2 -, - 




wherein X is a divalent group selected from the group 
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(CBr 3 ) 2, and -C(CF 3 ) 2 -; R 1 to R 18 each may be identical or different from each other and 
are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen 
atom or halogen atom, or an alkoxy group that may have a substituent, as does claim 1 
of the copending application. Claim 1 of the instant application further claims the 
concentration of high-molecular-weight components having an elution time shorter than 
that of the alicyclic epoxy compound represented by the general formula (I) in detection 
by a gel permeation chromatography (hereinafter, GPC) is 5.5% or less with respect to 
the sum total of all of detected peak areas in terms of the peak area ratio per elution 
time, as does claim 3 of the copending application. Claim 2 of the instant application 
claims the same limitations as claim 4 of the copending application, and claim 3 of the 
instant application claims the same limitations as claim 5 of the copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-3 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claim 5 of copending Application No. 
10/883,162. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claim 1 of the instant application claims 




wherein X is a divalent group selected from the group 
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consisting of an oxygen atom, a sulfur atom, -SO-, -S0 2 -, -CH 2 -, -C(CH 3 )2-, -CBr 2 -, - 
(CBr 3 ) 2 , and -C(CF 3 ) 2 -; R 1 to R 18 each may be identical or different from each other and 
are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen 
atom or halogen atom, or an alkoxy group that may have a substituent, as does claim 5 
of the copending application. While the amount of impurities claimed in claims 1-3 of 
the instant application are not directly taught in claim 5 of the copending application, 
disclosed is 100% of the compound. Therefore there would be 0% of the impurities, 
which reads on the instant application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-3 directed to an invention not patentably distinct from claiml, 3-5 of 
commonly assigned 11/792,782. Specifically, the claims of the copending application 
read on the claims of the instant application as set forth above. 

The U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP 
Chapter 2300). Commonly assigned 1 1/792782, discussed above, would form the 
basis for a rejection of the noted claims under 35 U.S.C. 103(a) if the commonly 
assigned case qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting 
inventions were not commonly owned at the time the invention in this application was 
made. In order for the examiner to resolve this issue, the assignee can, under 35 
U.S.C. 103(c) and 37 CFR 1 .78(c), either show that the conflicting inventions were 
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commonly owned at the time the invention in this application was made, or name the 
prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in 
this application was made will preclude a rejection under 35 U.S.C. 103(a) based upon 
the commonly assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 
102(e) for applications pending on or after December 10, 2004. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Megan Arnberg whose telephone number is (571) 270- 
3292. The examiner can normally be reached on Monday - Friday 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Megan Arnberg |^/fV 
January 18, 2008 





MARK EASHOO, PH D. 
SUPERVISORY PATENT EXAMINER 



